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Qpi nion by Hairston, Adm nistrative Trademark Judge:

On June 25, 2002, InOvate Communications Goup filed
an intent-to-use application to register on the Principal
Regi ster the mark KODI AK NETWORKS ( NETWORKS is di scl ai ned)
for goods and services, identified, foll ow ng amendnment as:

wi rel ess tel econmuni cati ons equi pnent consi sting

of cellular nobile tel econmunications sw tches;

| ocati on and equi pnent regi sters; packet data

swi tchi ng and gat eways; radi o base stations;

radio transmtters, receivers, transceivers;
repeaters; antennas; wreless custoner term nal
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software for enabling wreless services in nobile
t el ephones, personal digital assistants (PDAS),
and portable conputers; transm ssion equi pment,
nanmely, mcrowave radio transmtters, receivers,
transceivers, repeaters/regenerators; antennas;
conpressors, multiplexers; global conputer
networ k, tel ephony, voice, data and conputer
net wor ki ng equi pnent, namely, routers, gateways,
bri dges, hubs, nodes, servers, firewalls; gl obal
conputer network term nals and appliances for

i nterconnecting and interfacing with

t el ecomuni cati ons networks; telecomrunications
traffic handling and processing equi pment for
caching, conpression, mnultiplexing, protocol
conversion, load balancing and traffic
managenent ; operational support systens
conprising conputer hardware and software for
provi di ng custoner service and transferring cal
records and billing information; network
managenent systens conpri sing conputer hardware
and software for tracking all network
transactions and sendi ng network al arns; test
equi pnent and perfornmnce neasurenent systens
conpri sing conputer hardware and software for
anal yzi ng, neasuring and optim zing performance
of the aforenentioned goods; software for
operating and controlling the aforenentioned
goods in International Cass 9;

retail and whol esal e distributorship services for
W rel ess tel econmuni cati ons and data networ ki ng
equi pnent in International C ass 35;
installation, maintenance, and repair of wreless
t el ecommuni cati ons networ ks, apparatus and
instruments in International Cass 37; and
training services, nanely sem nars, workshops,
and cl asses for tel ecomunications and data
networking in International Cass 41.
Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U.S.C. 81052(d), on the

ground that applicant’s mark, when used on the identified



Ser No. 76276283

goods and services, so resenbles the registered mark shown

bel ow,

4000¢ THE KODIAK GROUP
Eleclronic Commerca Plonning + implemeniction

for, in relevant part, “conmunication services, nanely

el ectronic transm ssion of nessages and data” in
International Class 38, as to be likely to cause confusion,
m st ake or decepti on.

Applicant has appeal ed, and briefs have been fil ed,
but applicant did not request an oral hearing.

At the outset, we note that after briefs were fil ed,
the Board remanded the application to the exam ning
attorney in order that applicant’s identification of goods
and services could be clarified and the proper appeal fees
subm tted. Applicant subsequently anended the
identification of goods and services and submtted the
appropriate fees. W note that as a result of the

anendnent, applicant deleted services in International

! Registration No. 2,029,459, issued January 14, 1997; Section 8
affidavit accepted. The registration contains a disclainmer of

t he words GROUP, ELECTRONI C COMMERCE PLANNI NG, and

| MPLEMENTATI ON
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Cl ass 42 (engineering services for tel ecomruni cati ons and
data networks) fromits application. W point this out
because the exam ning attorney had submtted substanti al
evidence in the nature of third-party registrations and
NEXI S evi dence in support of her specific refusal to

regi ster these services in view of consulting services in
the field of conputers in International Cass 42 in the
cited registration. |In addition, both the exam ning
attorney and applicant discussed the issue of |ikelihood of
confusion vis-a-vis these respective services in their
briefs on the case. However, inasnuch as applicant has now
del eted the Class 42 services fromits application, the
specific refusal in this regard is noot and we need not
consi der the argunments and evidence relating thereto.

Rat her, we focus on the exam ning attorney’s refusal
to register the remai ning goods and services in applicant’s
application, i.e., wreless tel econmuni cati ons equi pnment in
Class 9; retail and whol esale distribution services in
Cl ass 35; installation, maintenance, and repair services in
Class 37; and training services in Cass 37 in view of the
Class 38 services in the cited registration, i.e.,
communi cation services, nanely, electronic transm ssion of

messages and dat a.
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Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set
forth inlInre EI. du Pont de Nemours & Co., 476 F.2d
1357, 177 USPQ 563 (CCPA 1973). In any likelihood of
confusion analysis, two key considerations are the
simlarities between the marks and the simlarities between
t he goods and/or services. See Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA
1976). See also, In re Dixie Restaurants Inc., 105 F. 3d
1405, 41 USPQR2d 1531 (Fed. Gr. 1997).

We consider first the marks. The exam ning attorney
argues that the marks are simlar due to the shared
arbitrary term KODI AK.

Applicant, on the other hand, argues that the bear
cl aw design and additional wording in the cited mark serves
to di stinguish the marks.

Wth respect to the marks, although they nust be
considered in their entireties, it is nevertheless the case
that, in articulating reasons for reaching a conclusion on
the issue of |ikelihood of confusion, “there is nothing
inproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature of a

mark, provided [that] the ultimte conclusion rests on
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consideration of the marks in their entireties.” Inre
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985). For exanmple, “that a particular feature is
descriptive or generic with respect to the invol ved goods
or services is one commonly accepted rationale for giving
| ess weight to a portion of a mark . . . .” 1d. at 751
Applying these principles to the marks at issue in
this case, it is clear that the distinctive term KODI AK is
the domi nant, literal and source-indicative elenment in each
of the respective marks. Insofar as applicant’s mark is
concerned, the disclainmed word NETWORKS is generic or
hi ghly descriptive for applicant’s type of services. Thus,
it is the word KODI AK t hat dom nates applicant’s mark.
Wth respect to registrant’s mark, the disclained
wor ds GROUP, ELECTRONI C COMVERCE PLANNI NG and
| MPLEMENTATI ON are highly descriptive for the type of
services rendered by registrant. Further, the disclained
wor ds ELECTRONI C COMVERCE PLANNI NG and | MPLEMENTATI ON
appear in much smaller letters than THE KODI AK GROUP
Wil e the bear claw design in registrant’s mark is
certainly noticeable, it serves to reinforce the word
KODI AK as a type of bear. Also, the word KODIAK is the
portion of registrant’s mark that purchasers are nore

likely to remenber and use in calling for registrant’s
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services. In short, it is the word KODI AK that is the
dom nant portion of registrant’s mark.

We find, therefore, that applicant’s nmark and the
cited mark, when considered in their entireties, are
simlar in terns of appearance, sound, connotation and
conmmer ci al i npression

We next turn to the goods and services invol ved
herei n. Applicant, in urging reversal of the refusal to
register, argues that it intends to use its mark in
connection with goods and services to provide wreless
voi ce systens to wireless carriers around the world,
whereas registrant’s mark is used in connection wth
services designed to assist in planning and inplenmenting
el ectronic commerce. Applicant maintains that “e-comrerce
services are quite different from Applicant’s goods and
services in the wireless industry.” (Reply brief, p. 4).
Thus, it is applicant’s position that the respective goods
and services are not rel ated.

Further, applicant argues that “the sophistication of
Applicant’s and Registrant’s potential purchasers, the care
wi th which purchases are nmade, and the high cost of the
Applicant’s and Regi strant’s goods and servi ces negates any

possibility of confusion.” (Brief, p. 9).
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The exam ning attorney, on the other hand, argues
t hat :

The nature of the goods and services at issue

remai ns the sanme: communi cati ons goods and

services. \Wether wreless or |and-based, the

evi dence already of record shows that the goods

and services of the parties are highly rel ated

and travel in the sane channels of trade.

(Brief, p. 11)

I n support of her position, she has submtted third-
party registrations in order to show that goods and
services of the type identified in applicant’s application,
and services of the type identified in the cited
registration, can emanate froma single source under a
single mark. See In re Albert Trostel & Sons Co., 29
USPQRd 1783 (TTAB 1993).

It is true that applicant’s goods and services and
registrant’s services, as identified, can all be broadly
descri bed as comuni cations goods and services. However,
to denonstrate that goods and services are related, it is
not sufficient that a particular termmy be found which
may generically describe the goods and services. See
General Electric Conmpany v. G aham Magnetics | ncor porat ed,
197 USPQ 690 (TTAB 1977); Harvey Hubbell |ncorporated v.
Tokyo Seimtsu Co., Ltd., 188 USPQ 517 (TTAB 1975).

Further, we are not persuaded by the third-party

regi strations made of record by the exam ning attorney that
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applicant’s wirel ess tel ecomuni cations equi pnent;

retail

and whol esal e distributorship services; installation,

mai nt enance, and repair services; and training services,

the one hand, and registrant’s el ectronic transm ssion of

messages and data services, on the other hand, are

sufficiently related that when sold under simlar marks,

on

confusion is likely. In particular, upon close exan nation

of the third-party registrations, we find that none appears

to include applicant’s type of goods and/or services, and

registrant’ s type of services.

Anmong the registrations the exam ning attorney has

submtted are:

Regi stration No. 2,512,835 for N RAGONO f or
“electronic transm ssion of data nmessages to
wi rel ess communi cation devices via a gl obal
conmput er network;”

Regi stration No. 2,646,655 for QAEST DSL for
“electronic transm ssion of voice, video,

messages and data” and “w rel ess comruni cation

servi ces;”

Regi stration No. 2,643,863 for FREE2GDO W RELESS

for “wireless tel ecommuni cati ons servi ces,

nanmely, the wireless electronic transm ssion of

voi ce and data;”

Regi stration No. 2,608,325 for OPTIC MAIL for

“tel ecommuni cations services, nanely electronic

transm ssion of data, video, voice and data

communi cation, inmages, and docunents via conputer
and comruni cati on networks, and gl obal conputer
networks” and “virtual network tel econmunications

services, nanely providing W rel ess
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t el ecomruni cati ons connections to a gl obal
conput er network;” and

Regi stration No. 2,598,845 for MOTI ENT and design

for “tel ecomuni cati ons equi prent, nanely

t el ephones and wirel ess and nobil e tel ephones for

voi ce, data, and fax communi cati ons” and

“provi di ng business and commerci al consultation

and advi sory services relating to conputers,

conputer software, and conmuni cati ons networks

and information technol ogy used in the field of

t el ecommuni cations generally and wrel ess

conmuni cations.”

To the extent that the registrations were subnmtted to
show t hat communi cation services may be wireless as well as
| and- based, this does not prove that the specific goods and
services involved in this case are rel ated.

We find that the exam ning attorney has failed to
establish that applicant’s wrel ess tel ecommuni cations
equi pnent; retail and whol esal e distributorship services;
installation, maintenance, and repair services; and
training services, on the one hand, and registrant’s
el ectronic transm ssion of nessages and data services, on
the other hand, are simlar or related in any way which
woul d result in source confusion, even if they are marketed
under simlar marks.

The respective goods and services, as identified, are

not identical, nor do they appear to be conpetitive, or

conpl enentary, and there is sinply no evidence in the

10
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record on which we may base a finding that the goods and
services are otherwise related in any way. Applicant’s
goods and services, in particular, appear to be of a
speci al i zed nature which woul d be used by conpani es that
install, repair and maintain wirel ess tel ecomrunication
networks. There is no evidence that these goods and
services and registrant’s electronic transm ssion of
nmessages and data services are nmarketed in the sane
channel s of trade or to the sane classes of purchasers, and
there is no basis in the record for concluding that the

i nvol ved goods and services woul d ever be encountered by
the sanme purchasers in circunstances which m ght give rise
to a likelihood of confusion.

In sum we find that there is no |ikelihood of
confusion in this case. On this record, applicant’s goods
and services and registrant’s services, as well as the
trade channels and cl asses of purchasers for those
respecti ve goods and services, appear to be too dissimlar
and unrel ated for any confusion to be likely, even if they
are marketed under simlar marks.

Deci sion: The refusal to register under Section 2(d)

is reversed.

11



Ser

No.

76276283

12



